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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

VIRGIN ENTERPRISES LIMITED,
Opposition No.:

Opposer,
V. Mark: VIRGIN CHOCOLATE
RAAKA CHOCOLATE, INC., Serial No.: 85/489294
Applicant.

APPLICANT RAAKA CHOCOLATE INC.’S MOTION TO DISMISS
VIRGIN ENTERPRISES LIMITED’S NOTICE OF OPPOSITION

Raaka Chocolate Inc (“Applicant” or “Raaka”), Pro Se, hereby submits the following
motion and supporting memorandum of law. Applicant respectfully moves for the Trademark
Trial and Appeal Board (“the Board”) to dismiss Virgin Enterprises Limited’s (“Opposer”) Notice
of Opposition for failure to state a claim upon which relief can be granted, pursuant to Federal
Rule of Civil Procedure 12(b)(6) and Trademark Trial and Appeal Board Manual of Procedure
(“TBMP”) Section 503.

The Notice of Opposition should be dismissed as it both alleges facts and fails to allege
facts which, read as a whole, fail to state a claim upon which relief can be granted. Accordingly,
Applicant respectfully submits that this proceeding should be dismissed.

ARGUMENT

l. Legal Standard

TBMP § 503.02 states that “[a] motion to dismiss for failure to state a claim upon which
relief can be granted is a test solely of the legal sufficiency of the complaint.” Petitioner has not
“allege[d] such facts as would, if proved, establish that . . . a valid ground exists for denying the

registration sought,” as required by that section. Furthermore, Opposer must plead facts from



which the Board is able to determine that there are plausible factual allegations on the face of the
pleading, that if accepted as true, would entitle the pleader to relief. Asheroft v. Igbal, 556 U.S. 662
(2009). No such facts are alleged.

Il. Opposer’s Notice of Opposition fails to state facts from which the Board can
find a basis for relief.

Opposer’s Notice of Opposition contains no allegation that Opposer has registered a
Trademark in the International Class 30" category for which Raaka has applied for the “Virgin
Chocolate” trademark. Opposer cites a wide variety of categories for which it has applied for or
received Trademark protection, none of which either implicate chocolate nor any other product in
International Class 30.

In Paragraph 2 of its Notice of Opposition, Opposer asserts that “... Virgin has used the
VIRGIN word and design marks, on and in association with the retail sale or distribution of a
broad range of goods and services offered in United States commerce including, but not limited
to, chocolate...” Opposer makes no specific factual allegations as to the existence of any
product which carries the VIRGIN word or design mark which has been or is being sold or
distributed. Opposer also makes no specific substantive allegation of how the VIRGIN trademark
appears in connection with such “retail sale or distribution.” Opposer does not allege that any
chocolate or chocolate product is sold or distributed bearing the VIRGIN mark.

In Paragraph 4 of its Notice of Opposition, Opposer references its well known airline fleet

and then alleges that its flights “.... offer chocolate goods and hot chocolate beverages, as well

" International Class 30 comprises: “Coffee, tea, cocoa and artificial coffee; rice; tapioca and sago; flour and
preparations made from cereals; bread, pastry and confectionery; ices; sugar, honey, treacle; yeast,
baking-powder; salt; mustard; vinegar, sauces (condiments); spices; ice. Explanatory Note - Class 30
includes mainly foodstuffs of plant origin prepared for consumption or conservation as well as auxiliaries
intended for the improvement of the flavour of food. This Class includes, in particular:

— beverages with coffee, cocoa, chocolate or tea base;

— cereals prepared for human consumption (for example, oat flakes and those made of other cereals).”
Source: Nice Agreement Tenth Edition - General Remarks, Class Headings and Explanatory Notes -
Version 2012 - http://www.uspto.gov/trademarks/notices/international.jsp




as coffee, food, and other drinks to passengers” Opposer also alleges that its Virgin Atlantic
Clubhouse “.... offers cafe services providing desserts, including chocolate products, food,
coffee and other drinks.” These allegations make no specific claim as to any chocolate or
chocolate products bearing the VIRGIN mark.

Paragraph 5 of Opposer’s Notice of Opposition lists various “VIRGIN-branded goods”
offered by the airline Virgin America, but is devoid of reference to a VIRGIN-branded chocolate or
any other VIRGIN-branded product in International Class 30. In that same paragraph, Opposer
specifically alleges that Virgin America Inc, “has offered various “VIRGIN-branded goods
including, but not limited to VIRGIN apparel, VIRGIN luggage, VIRGIN bags, VIRGIN cases for
electronics, VIRGIN toys, VIRGIN water bottles, and VIRGIN pet products.” Opposer makes no
allegation that it has ever sold a VIRGIN-branded chocolate product.

Opposer attaches as an exhibit Virgin Enterprises Ltd. v. Nawab. et. al. 335 F.3d 141,

146 (2d Cir.2003) purportedly in support of their Notice of Opposition. However, Nawab is readily

distinguishable from the allegations in the Notice of Opposition in two material aspects. First, in
Nawab, supra at p. 3, Virgin actually had a registered trademark in the class or field for the items
for which defendants Nawab, et. al. were applying for their trademark. The Second Circuit noted
that: “Plaintiff VEL... owns U.S. Registration No. 1,851,817 ... for the VIRGIN mark as applied to
‘retail store services in the fields of ... computers and electronic apparatus...’ Plaintiff also owns
U.S. Registration No. 1,852,776... for a stylized version of the VIRGIN mark for use in connection

with ‘retail store services in the fields of ... computers and electronic apparatus.’” Second, in

Nawab supra, p. 4, the Second Circuit specifically noted that:

“In August 2000... plaintiff licenced Virgin Mobile USA, Ltd. to use the VIRGIN mark for
wireless telecommunications services in the United States...”

The aforesaid license was for a commercial activity in the class for which Opposer had a

registered trademark. In Virgin Enfernrises Limited v, Steven &, Moars, Opposition No.




91182733 {August 31, 2012} [not precedential] (attached hereto as Annex A), the Trademark

Board dismissed Opposer’s Notice of Opposition. In Moore, as in the case at bar, Opposer had

failed to register or attempt to register in the class for which the applicant (Virgin Farms) had

applied for its Trademark. In Moore, International Class 31 was the relevant class.

Given the fact that Opposer has failed to register any trademark in International Class 30,
it becomes incumbent upon Opposer to allege at least some facts other than Raaka’s use of the
term Virgin in connection with its chocolate to create a plausible claim of confusion or dilution of
its VIRGIN trademark. However, Opposer fails completely to allege any probative facts from
which the Board could find any likelihood of confusion with Raaka’s Virgin Chocolate or a legal
basis for dilution of its VIRGIN trademark. Nor does the Notice of Opposition allege that Raaka
either has created or intended to create an association with Opposer or its VIRGIN mark.

CONCLUSION

The body of factual allegations made by Opposer are insufficient to entitle the Opposer to
relief. Opposer cites no application or registration for any trademark in International Class 30,
nor has it alleged that it has participated in the sales or distribution of chocolate or other goods in
International Class 30 which bear the Opposer’s trademark. Opposer’s Notice of Opposition
fails to allege facts sufficient to entitle the pleader to relief.

Dated: February 14, 2013 Respectfully submitted,

RAAKA CHOCOLATE, INC

By:
Ryan Cheney

Chief Executive Officer
Pro Se

50 Lexington Ave - Apt. 23A
New York, NY 10010
(917) 340-2637



CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing Motion to Dismiss has been served upon
NORVELL IP LLC, Attorneys for VIRGIN ENTERPRISES LIMITED, via first class mail, postage
prepaid, addressed to:

SARAH E. DALE

NORVELL IP LLC

1776 Ash Street N

Northfield, lllinois 60093 Woyoo

Dated: February 14. 2013

By:
Ryan Cheney
Chief Executive Officer, Raaka Chocolate

50 Lexington Ave - Apt. 23A
New York, NY 10010
(917) 340-2637
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THIS OPINION IS NOT A
PRECEDENT OF THE TTAB

Hearing: IVailed:
April 10,2012 August31, 2012

UNITED STATESPATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

Virgin Enterprises Limited
V.

Steven E. Moore

Opposition No. 91192733
to application Serial No. 77695546
filed on March 20, 2009

Joseph V. Norvell, Joseph T. Kucala, and Sarah E. Dale, ®&forvell IP LLC for
Virgin Enterprises Limited.

Steven E. Mooreyro se

Before Holtzman, Bergsman and Wellington,
Administrative Trademark Judges.

Opinion by Bergsman, Adminigttive Trademark Judge:

Steven E. Moore (“applicant”) filed aise-based application on the Principal
Register for the mark VIRGINFARMS and dgsj shown below, for “agricultural grains
for planting; agricultural seeds; bulbs fagricultural purposes; plantable seed paper
comprised primarily of seeds for agricultural purposes; seeds for agricultural purposes;

spores and spawn; unprocessed seedsgiocultural us,” in Class 31.

wgin arms

Applicant disclaimed the exclusive rigiat use the term “VIRGIN FARMS.”
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Virgin Enterprises Limited (“opposer’iled a notice of opposition against the
registration of applicant’'s mark on theognds of likelihood of @nfusion pursuant to
Section 2(d) of the Trademark Act, 15 WLS§ 1052(d), and dilution pursuant to Section
43(c) of the Trademark Act, 15 U.S.C. § 11@5( Opposer allegedwnership and prior
use of forty-seven trademark and service magddstrations that cotitute or include the
word “VIRGIN.”* For purposes of this oppositi, we focus on the following six
registrations for VIRGIN and VIRGIN-forntwe marks, because these marks are the
closest to applicant’s mark and cover goodd services that, when considered vis-a-vis
the applied-for mark and identified goods, arest likely to support a finding of likelihood
of confusion. See, e.g.In re Max Capital Group Ltd.93 U.S.P.Q.2d 1243, 1245 (TTAB
2010).

1. Registration No. 1851817 for the mark VIRGIN, in typed drawing form, for
the following service$:

Transportation of goods and passengersrdad and air, freight transportation
services; travel agencyrsees, in Class 39; and

Bars; retail store services in the fieldsoaimeras, records, audio and video tapes,
computers and electronic apparatus, and watches, sheet music, books and
photography, handbags, purses, luggage and leather goods, clothing, games, video
game machines and video gaoaetridges, in Class 42;

2. Registration No. 2770775 for the mark VIRGIN MOBILE, in typed

drawing form, for the following goods and services:

! Opposer did not plead a family of marks.
? |ssued August 30, 1994; first renewal.

% |ssued October 7, 2003; Sections 8 andaffidavits accepted and acknowledged.
Opposer disclaimed the exclusinght to use the word “MOBILE.”

2
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Mobile telephones, telephones and modemnsd accessories therefor, namely,
batteries; battery chargers; cigarette kghadapters; hands-free headsets; carrying
cases and belt clips, in Class 9;

Providing directory informationia telephone, in Class 35; and

Telecommunications services, namely, srarssion of voice, data, images, audio,
video, and information via telephone tire Internet; personal communications
services; pager services; electronic mail ises; transmission or broadcast of news
and information for others via telephgmecluding the Intenet, in Class 38;

3. Registration No. 2808270 for the mark VIRGIN ATLANTIC, in typed
drawing form, for “transportation of and amging transportation of goods and passengers
by road and air; freight transportation servibgsair; transportadin of human beings by
means of land vehicles; chauffeur services; travel agency services, namely, making
reservations and bookings foramisportation; arramgg and/or conduatig travel tours;
operation of aircraft for others,” in Class 39;

4. Registration No. 3188282 for the markR@GIN, in standaradharacter form,
for “alcoholic beverages, nanyelodka and wine,” in Class 33;

5. Registration No. 3472228 for the mark VIRGIN UNITE, in standard
character form, for the following services:

Developing promotional campaigns for mess; promoting public awareness of
the need for businesses to have a positive impact on the communities and
environment in which they operate and wtrgether with the social sector to drive
long term social change including magi investments in emerging markets to
accelerate positive social change otilgh economic development; charitable
services, namely, organizing and coordimg programs for theick, people with

health problems or issues, the homeleasy disers, those with disabilities, victims
of abuse, those who are bereaved, childneneed or at ris those with sexual

* Issued January 27, 2004; Sections18 45 affidavits accepted and acknowledged.
® Issued December 19, 2006.

® |ssued July 22, 2008.
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problems, and underprivileged comnties, and organizing and conducting
volunteer programs and community seeviprojects; business management and
administration services in connigt with a charity, in Class 35;

Charitable fund raising; charitable finaacservices for those in need, namely,
accepting and administering monetary aGtable contributions; financial
sponsorship of fund raisingvents and events designtem raise the profile of
charitable and socialsses, in Class 36; and

Educational services, namely, condugtisummits, conferes, lectures and
seminars in the field of social changedacharitable and social issues; training
services in the field of social changedacharitable and saliissues; organizing
community sporting and cultural eventslueational servicesyamely, providing
classes, lectures, seminars, workshapsi discussion groups in the fields of
sickness, health problesnhomelessness, drug use, lilizes, abuse, bereavement,
children’s needs, sexual problems, and pgvi® young people, people with health
problems or issues, the homeless, drugs)siose with disaliiies, victims of
abuse, those who have been bereaved, childraeeed or at risk, those with sexual
problems, and underprivileged communitielsaritable services, namely, academic
mentoring of children from underprlegged communities and young people, in
Class 41; and

6. Registration No. 3541731 for the mavkRGIN AMERICA, in standard
character form, for the following servicés:

Air transportation; freight transportationrgiees by means of air, ship, truck, and
rail; airport passenger and baggage checkervices; airport services, namely,
ticketing and boarding sepes; travel services, namely, booking seating
arrangements for airline passengers; angportation servicefeaturing frequent
flyer miles as a bonus program for frequaitt travelers; proding flight arrival
and departure information; and transpodatieservation services, in Class 39; and

Onboard in-flight entertainment services, namely, distributing movies, TV
programs, and audio programs, and plong temporary use of video games,
software and personal monitors foewing the same, in Class 41.

With respect to its claim of likeiood of confusion, opposer alleged that
applicant's mark VIRGINFARMS and desigso resembles opposer's VIRGIN trade

names and marks as to be likely to causeusiof. With respect tds dilution claim,

" Issued December 2, 2008. Opposer disclaimed the exclusive right to use the term
“AMERICA.”
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opposer alleged that its VIRGIN mark was fampusr to applicant’s filing date of March
20, 2009, and that the registration agplicant’'s mark is likelyto dilute the distinctive
quality of opposer’'s VIRGINaind VIRGIN-formative marks.

Applicant, in his answer, denied theabegations in the notice of opposition.
Applicant also asserted several affirmatoefenses, but did not pursue any of them by
motion or at trial. The affirmative defenselserefore, are deemed waived and given no
further consideration.

Evidentiary Matters

A. Exhibits to the Answer.

Applicant attached six exhibits to hissaver to the notice of opposition, consisting
of five state trademark registrations and aestcertificate to brantivestock. For such
material, Trademark Rule 2.122(c) provides tlaat exhibit attachedo a pleading is not
evidence on behalf of the party to whose piegdhe exhibit is attached unless identified
and introduced in evidence as an exhibitniythe period for the taking of testimony.” 37
C.F.R. § 2.122(c)seeTrademark Trial and Appeal Board Manual of ProcedUii&VP)

88 317, 704.05 (3d ed., rev. 2012). Applicant miod testify during the testimony period.
Opposer has objected to the exhibits. Oppssarjection is sustained and we give no
consideration to these exhibits.

B. Opposer’s Submissions of PridtBublications on DVDs and CD-ROMSs.

On October 22, 2010, opposer filed a noticeedifance on a significant volume of
printed publications as ewdce, submitted on seven DV[tstaling more than 180,000

digital files), and on July 12, 2011, opposer submitted certain exhibits to testimonial
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depositions on CD-ROMs. Applicant has raisedobjections to these submissions, either
as to format or substance of material.

Trademark Rule 2.126 governs form of sudsions. 37 C.F.R. § 2.126. For some
time prior to August 31, 2007, the Board permittedtain submissions on CD-ROM. The
Board deleted from Trademark Rule 2.126 dption of filing submissions in CD-ROM
format by amendment to Rule 2.126, effective August 31, 200fiscellaneous Changes
to Trademark Trial and Appeal BoardIBs, 72 Fed. Reg. 42,242 (Aug. 1, 2007) (codified
at 37 C.F.R. pt. 2). The amended rule wagliaable to all cases pending or commenced
on or after that date. 72 Fed. Reg. at 42,242t tReee of the Feder&egister notice of
the final package of the rule change i®titfRemoval of Option tdlake Submissions on
CD-Rom,” and states the basis for the rularge was that fileubmissions in CD-ROM
form “have presented technical problemstfte ESTTA/TTABIS systems.” 72 Fed. Reg.
at 42,247. The section reporting on comtaencludes the following response:

The Office is willing to reconsideallowing submissions by CD-ROM in

inter partes trademark proceedingseithnology eventually will allow such

submissions to be efficiently inqworated in the Board's electronic

proceeding files. The removal of thetiop to file materials on CD-ROM is
adopted in this final rule.

& Notice has been posted on the TrademarK @rid Appeal Board webpage of the U.S.
Patent and Trademark websi,
http://www.uspto.gov/web/offices/com/sobtices/72fr42242.pdglong with a posted
chart summarizing the rule changes,
http://www.uspto.gov/web/offices/com/sabtices/72fr42242_ FalRuleChart.pdf.

6
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72 Fed. Reg. at 42, 256. This Federal Registéce has been posted on our website since
it was published. Accordinghgll submissions of printepublications on CD-ROMs and
DVDs® are not evidence in this proceeding andehaot been considered in this decision.

C. Statements in Applicant’'s Brief.

Applicant made a number of statementshia brief, including statements on the
now-excluded exhibits to hisgading. “Factual statements deain a party’s brief on the
case can be given no consideration ssl¢hey are supported by evidence properly
introduced at trial. Statements in a brief/éano evidentiary value, except to the extent
that they may serve as ragssions against interest.”TBMP § 704.06(b). Applicant
submitted no testimony or evidence during the testimony period. Opposer has objected to
this material as inadmisséyl in accordance with Trachark Rule 2.122(a), 37 C.F.R.
§ 2.122(a). We have consideragplicant’s brief mindful thatactual statements, without
supporting evidence properly maolerecord, are without value.

D. Exhibits to the Reply Brief.

Opposer attached evidence to its replyefor “Exhibits and other evidentiary
materials attached to a party’s brief on tase can be given no caeration unless they
were properly made of record duringetiime for taking testimony.” TBMP 8§ 704.05(b);

see, e.g Syngenta Crop Prot., Inc. v. Bio-Chek, LL9D U.S.P.Q.2d 1112, 1116 (TTAB

°® We take judicial notice that Digita¥ideo Discs (DVDs) are CD-ROMs capable of
storing significantly largr amounts of data. WESTERS NEw WORLD DICTIONARY OF
ComMPUTERTERMS 180(8th ed. 2000).

19 Based on a sampling of the submissionshese DVDs and CD-ROMs, it would appear
that even if we were to have consideredrttegerials identified in the notice of reliance as
Exhibit Nos. 174 and 175, and Exhibits 6, 7, 8, 9, 10, and 13, to testimonial depositions,
these submissions would not have changed the outcome of our decision.

7
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2009);Bass Pro Trademarks, L.L.C. v. Sportsman Warehouse,88dJ.S.P.Q.2d 1844,
1848 (TTAB 2008);see 37 C.F.R. §2.123(]) (“Evidence not obtained and filed in
compliance with these sectiongill not be considered.”). Accordingly, the evidence
attached to opposer’s reply bridfas been given no consideration.
The Record

The record includes the pleadings and, by operation of Trademark Rule 2.122(b),
37 C.F.R. §2.122(b), applicant’s applicatible. In addition, opposer introduced the
following testimony and evidence:

1. Notice of reliance on the following items:

a. Photocopies of opposer's pleadesjistrations printed from the
electronic database records of the U.S. Patent and Trademark Office,
showing that the registratiorsse subsisting and owned by opposer
(Opposer’'s Exs. 1-44);

b. Photocopies of 67 non-precetieh Board decisions involving
oppositions brought by opposer and granted in favor of opposer
(Opposer’s Exs. 45-111); and

C. Photocopies of 62 court judgmnis in civil actims filed by opposer
and granted in favor of oppais(Opposer’'s Exs. 112-173).

2. Testimony deposition of Chriséin Choi, Director of Corporate

Communications for Virgin Management USA, an affiliate company of

opposer, with attached exhib{@®ep. Exs. 1-5, 11-12, 14-41).
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3. Testimony deposition of Mark Jamdstellectual Property Manager for
Virgin Management Limited, an affdte company of opposer, with attached
exhibits (Dep. Exs. 1-3, 36-37, 39, 40, and 42-56).
Applicant did not introduce any testimony evidence during his testimony period.
As noted above, applicant has not properly entered any evidence to the record. The parties
briefed the case, and opposer requested andigapat an oral heag. Applicant did not
attend the testimony depositions or the hearing.
Standing
As opposer has properly made its pleadedistrations of record, opposer has
established its standingCunningham v. Laser Golf Carp222 F.3d 943, 55 U.S.P.Q.2d
1842, 1844 (Fed. Cir. 200Q)jpton Indus., Incv. Ralston Purina C9670 F.2d 1024, 213
U.S.P.Q. 185, 189 (C.C.P.A. 1982).
Priority
As opposer’s pleaded registats are of record, Sectid(d) priority is not an
issue in this case as to thearks and the goods and servicesered by the registrations.
King Candy Co. v. Eunice King's Kitchen, Ind96 F.2d 1400, 182 U.S.P.Q. 108, 110
(C.C.P.A. 1974).

Likelihood of Confusion

Our determination under Section 2(d) is basedn analysis dll of the probative
facts in evidence that areleeant to the factors bearing on the issue of likelihood of
confusion. In re E. I. Du Pont de Nemours & Ca76 F.2d 1357, 177 U.S.P.Q. 563, 567

(C.C.P.A. 1973).
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A. The Fame of Opposer’'s Marks.

The fifth DuPontfactor requires us toonsider the fame afpposer’s mark. Fame,
if it exists, plays a dominant role in the likedod of confusion analysis because famous
marks enjoy a broad scope of protectioneaclusivity of use. A famous mark has
extensive public recognition and renowrBose Corp. v. QSC Audio Prod293 F.3d
1367, 63 U.S.P.Q.2d 1303, 1305 (Fed. Cir. 20B2kot, Inc. v. Bector214 F.3d 1322, 54
U.S.P.Q.2d 1894, 1897 (Fed. Cir. 2000¢nner Parker Toys, Inc. v. Rose Art Indirsc.,
963 F.2d 350, 22 U.S.P.Q.2d 1453, 1456 (Fed. Cir. 1992).

Fame may be measured indirectly liye volume of sales and advertising
expenditures of the goods and seeg identified by the marks @&sue, “by the length of
time those indicia of commercial awarenessehheen evident,” by widespread critical
assessments and through notice by indepenslemtces of the pradts and services
identified by the marks, as well as by tpeneral reputation of ¢hbranded products and
services. Bose 63 U.S.P.Q.2d at 1305-06, 1309. h&lugh raw numbers of product and
service sales and advertising expenses may saffieed in the past to prove fame of a
mark, raw numbers alone may be misleadin§ome context in which to place raw
statistics may be necessas.(, the substantiality of the sales or advertising figures for
comparable types of products or servicdd).at 1309.

Because of the extreme deference thataaeord a famous mark in terms of the
wide latitude of legal protection it receiveand the dominant role fame plays in the
likelihood of confusion analysis, it is the dutytbk party asserting thas mark is famous
to prove it clearly. Leading Jewelers Guild, Inc. v. LJOW Holdings, L182 U.S.P.Q.2d

1901, 1904 (TTAB 2007).

10
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Opposer submitted the following testimonydagvidence to prove the fame of its
VIRGIN and VIRGIN-formative marks*

1. Mr. James testified that Virgintlantic Airways Ltd. (“VAA”) is one of
opposer’s trademark licensees @img in the United Statés. Mr. James testified that
VAA generated over $450 million in U.S. sales\tfgin-branded goods and services in
2006, over $450 million in 2007, $383 milfi in 2008, and $302 million in 2009. Mr.
James did not provide any specifics as totyipe or kind of goods and services sold by
VAA under the Virgin brand. Mr. James tified that VAA “spends approximately $10
million each year to advertise in the UXS.”

2. Mr. James testified that Virgin America Inc. (“VAI”) is another of
opposer’s trademark licensees operating in the United States.for the sales generated
in the United States by VAI of Virgin-brandgwods and services, Mr. James testified that
“from August 2007 until June 2010, it was approximately $1.3 billi8nKr. James did
not provide any specifics as to the typekord of goods and services sold by VAI under

the Virgin brand. For advertising and promotion in the United States, Mr. James testified

' As discussedupra all submissions by opposer pfinted publications on CD-ROMs
and DVDs are in contravention of our rules &iage not been considet as evidence.

12 James Dep. 13:16-13:17, Oct. 19, 2010.
13 James Dep. 26:20-27:10.
14 James Dep. 30:21-30:23.
15 James Dep. 13:24-13:25.
16 James Dep. 27:23-27:25.

11
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that in 2007, VAI spent approximately $12 million, in 2008, approximately $11 million,
and in 2009, approximately $15 millidh.

3. Mr. James testified that Virgin Mobile USA, LLC (“VMU?”) is another of
opposer’s trademark licensees @img in the United Staté&. Mr. James testified that
VMU generated over $1.1 billion in U.S.lesa of Virgin-brandedyoods and services in
2006, $1.3 billion in 2007, $1.3 billion in 2008, afat, 2009, “up until the third quarter, it
was $937 million.** Mr. James did not provide any sgas as to the type or kind of
goods and services sold by VMU under the Wirgrand. Mr. James testified that VMU
“spends on average more than $20 million each year” to promote Virgin-branded phone
products and servicéS.

4. Mr. James testified that one of oppos licensees, Virgin Entertainment
Group, Inc., operated nineteen Virgin Megas$om the United States from 1992 until
June 2009, with store locations includitddpw York, Denver, Los Angeles and San
Francisco, retailing “a wide range d&firgin-branded products,” including “clothing
products, such as T-shirts and sweatshirtgs palectronic products, playing cards, glasses
[and] jewelry.?* Mr. James testified that these retail store services generated more than

$197 million in U.S. sales of Virgin-branded goods and services in 2006, $188 million in

17 James Dep. 31:7-31:10.

18 James Dep. 14:5-14:6.

19 James Dep. 28:14-28:22.

20 James Dep. 31:24-32:04.

21 James Dep. 30:2-12, 35:14-23.

12
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2007, $186 million in 2008, and $153 million in 2069For advertising and promotion in

the United States, Mr. James testified Virlegastores “spent more than $10 million in
2006, and almost $10 million in 2007, and for the period from 2008 until June 2009, it was
almost $15 million.*

5. Mr. James authenticated a VAA press release of October 13, 2010,
mentioning its selection as “ ‘Best Domestic Airline’ among U.S. carrier€andé Nast
Traveler's2010 Readers’ Choice Awartfs.

6. Mr. James authenticated an advertisement for VAA that appeared in a 2010
issue of the New Yorker magazifte.

7. Ms. Choi authenticated articleand that were printed in national
publications between 2007n@ 2008, including the Washington Post, the New York
Times, Scientific American, Time magazjriee New Yorker, Bloomberg Businessweek,
which referenced VIRGIN and VIRGIN-formative mar¥s.

8. Ms. Choi authenticated a DVD comtimig 126 digital clips from various

nationally aired programs dh aired between 2005 and 806n broadcast networks and

22 James Dep. 29:8-29:23.

23 James Dep. 32:10-32:14.

24 James Dep. 21:10-21:14.

25 James Dep. 33:15-33 :17 (Dep. Ex. 54).

26 Choi Dep. 25:25, 26:11, 32:16, 35 :4, 35 24;23, Oct. 18, 2011 @p. Exs. 15, 16, 20,
22-23, 31).
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cable television channels, including ABCBS, CNBC, Fox News, MSNBC, NBC and
PBS?’

Opposer provided no supporting evidenoe testimony regarding comparable
statistics of sales and advaeiriig figures of its leading comp#gdrs or its rankag in market
share in respective product darservice categories, and sh@rovided little probative
evidence of the general reptita or critical assessments tine consumer marketplace of
the products and services branded WitRGIN and VIRGIN-formative marks.

As for the printed publications, broadcatips, and promotional video of record,
many of these submissions show armbntain references to VIRGIN and
VIRGIN-formative marks, but nertheless these have no wery little independent
probative value, as these marks are only seen briefly or are mentioned only in passing.
Generally, the goods and services branded thighmarks are not the direct subject of the
submissions. For example, opposer submitted a television clip from the Late Show with
David Letterman, which aired on March 2, 2685The five-minute kip features a skit
about the first solo nonstop uruefed aircraft flight aroundhe world. The flight was
sponsored by opposer’s founder and chairman, Richard Br&hand,the aircraft, which
was owned and operated by the late Steve Fossett, was the Virgin ABkttalFlyer.*
Letterman jokes, “I don’t know much aboawiation, but | do know ik is absolutely a

pointless exercise. This couldn’'t be a mpmntless exercise. Msitting down in this

2" Choi Dep. 18:21-19:23 (Dep. Ex. 11).

28 Dep. Ex. 11I(ate Show with David Letterm4@BS television broadcast Mar. 2, 2005)).
29 James Dep. 38:13-38:16.

30 Steve FossetTHE CoLumMBIA ENCYCLOPEDIA (6th ed. 2008) (online edition).
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chair advances the causeasiation more than this guy flying around the world solo. It
means nothing.” The joking continues, and as Letterman says that the flight is reported to
be over New York right then, a Virgin-brandexy airplane, pulled by a very visible wire,

flies behind Letterman and acrdbe set. There is no mention of VIRGIN in the segment.
This clip is representative of the passing mefiees to VIRGIN in many of the evidentiary
submissions.

Opposer also argues that a prior findimg the U.S. Court of Appeals for the
Second Circuit that its VIRGIN mark is anfi@us mark is “solid [precedent] upon which
the Board may rely* However, opposer is incorreet;“decision by another court based
upon a different record is not evidence in this proceedi@jtigroup Inc. v. Capital City
Bank Group Ing 94 U.S.P.Q.2d 1645, 1665 (TTAB 201@ff'd, 637 F.3d 1344, 98
U.S.P.Q.2d 1253 (Fed. Cir. 2011). By statute, Badard has the duty wecide the right to
federal registration in an opposition. 15S.C. § 1067(a). “This duty may not be
delegated by the adoption of conclusions redchy another court on a different record.
Suffice it to say that an opposition must @ecided on the evidence of record.” 94
U.S.P.Q.2d at 1665.

Similarly, opposer argues that wehoslld find fame for its VIRGIN and
VIRGIN-formative marks by extension of fimdj fame for Richard Branson, stating that
he “is a globally recognize@ersonality synonymous with the VIRGIN marks,” and as

such, argues that Virgin-branded goods andisesvserve as secondasgurce indicators

31 Opposer's Br. 33 (citing/irgin Enters. Ltd. v. Nawah335 F.3d 141, 67 U.S.P.Q.2d
1420 (2d Cir. 2003)).
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for Bransor®> Opposer supports this argument with evidence of appearances by Branson
and coverage of him via multiple forms of meediHowever, opposer cites to no caselaw to
support its argument and theidsnce fails to establish ah the consumers purchasing
Virgin-branded goods and seregare even aware of théateonship between Branson and
the goods and servicesthe time of purchase. Thus, thes neither fachor governing or
persuasive caselaw in the ret®o support opposer’s argumént.

Despite these failings in the evidence submitted by opposer, based on the volume
of sales and advertising expétades of the Virgin-brandedogds and services, the variety
of goods and services beaayi the mark, and the collective evidence presented that
demonstrates achieved commercial succashjgh degree of renown, and widespread
exposure of the general publ@opposer’'s VIRGIN and VIRBI-formative marks in print
and digital media, we find #t the VIRGIN and the VIRGIMormative marks are famous
for purposes of likelihood of confusion far wide variety of consumer goods and for
services in the entertainment, telecommunications, transportation and travel fields.

Even though we have found that opposer has proven that its VIRGIN and
VIRGIN-formative marks are famous for purgssof likelihood of confusion, fame alone
is not sufficient to establish Btihood of confusion.If that were the case, having a famous
mark would entitle opposer ta right in gross, and that iagainst the principles of

trademark law. Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps., @18 F.2d

32 Opposer’s Br. 34; Reply Br. 7.

% But cf. Herman Miller, Inc. v. Palazzetti Imps. & Exps., Ii270 F.3d 298, 60
U.S.P.Q.2d 1633, 1646 n.7 (6th Cir. 2001) (fmyglithat the renown ofharles and Ray
Eames as the designers of a chair that became an iconic piece of modern American
furniture does not automatically meanathconsumers understarttiat the chair is
manufactured by plaintiff).
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1372, 217 U.S.P.Q. 505, 507 (Fed. Cir. 1983). Adiogly, we must consider all relevant
DuPontfactors for which evidence has been introduced.

B. The similarity or dissimilarity of thenarks in their entireties as to appearance,
sound, connotation and commercial impression.

We now turn to the firstDuPont factor, which focuses on the similarity or
dissimilarity of the marks irtheir entireties as to appearance, sound, connotation and
commercial impression.In re E. I. Du Pont de Nemours & Co476 F.2d 1357, 177
U.S.P.Q. 563, 567 (C.C.P.A. 1973). In atpatar case, any one of these means of
comparison may be critical in finding the marks to be similag, In re White Swan Ltd
8 U.S.P.Q.2d 1534, 1535 (TTAB 1988); re Lamson Oil Cg 6 U.S.P.Q.2d 1041, 1042
n.4 (TTAB 1987). While marks must be comparedheir entireties in the comparison
analysis, if a mark compriseboth a word and a designgtiword is normally accorded
greater weight because it would be usedohychasers to request the goods or services.
E.g, In re Dakin’s Miniatures, Ing 59 U.S.P.Q.2d 1593, 1596 (TTAB 1999).

In comparing the marks, we are mindful that the test for similarity is not whether
the marks can be distinguished when subgettea side-by-side comparison, but rather
whether the marks are sufficiently similar imntes of their overall commercial impression
so that confusion as to the source of go®ds or services offesteunder the respective
marks is likely to result.E.g, Sakrete, Inc. v. Slag Processors, JR05 F.2d 482, 134
U.S.P.Q. 245, 247 (C.C.P.A. 1962)he proper focus is ondtrecollection of the average
customer, who retains a general rather than specific impression of the Mérksebago
Indus., Inc. v. Oliver & Winston, Inc207 U.S.P.Q. 335, 344 (TBA1980). We are also
mindful that famous marks enjoy widatitudes of lgal protection. E.g, Kenner Parker

Toys, Inc. v. Rose Art Indus., In®@63 F.2d 350, 22 U.S.P.Q.2d 1453, 1456 (Fed. Cir.
17
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1992). “As a mark’s fame increases, the [Trademark] Act’'s tolerance for similarities in
competing marks falls.’ld.

With these principles in mind, we begin amalysis by finding that the respective
marks are similar in appearance and solmetause they share the identical term
“VIRGIN,” which we take pdicial notice is definednter alia, as follows:

adj. 1. Of, relating to, or being a virgichaste. 2. Being in a pure or natural

state; unsulliedvirgin snow 3. Unused, uncultivated, or unexploreoigin
territory. 4. Existing in native or raform; not processed or refined.

Depending on commercial context, the teWiRGIN” would likely describe or
suggest natural, uncultivated, and unpsseel goods and services to the relevant
consumer. In this case, the relevant customers who would encounter both applicant’s
goods and opposer’s goods and services woultlibshasers of agricultural grains, seeds,
bulbs and similar products for planting and related agricultural purposes.

Applicant’'s mark incorporates opposerstire VIRGIN mak. Likelihood of
confusion has frequently been found where @k incorporates thentirety of another
mark. See, e.g.Coca-Cola Bottling Co. v. Joseph E. Seagram & Sons, 526 F.2d 556,
188 U.S.P.Q. 105, 106 (C.C.P.A. 1975) BEAL for gin and BENGAL LANCER for
nonalcoholic club soda, quiningater and ginger aleyjohnson Publ'g Co. v. Int'| Dev.
Ltd., 221 U.S.P.Q. 155, 156 (TTAB 1982) (BRY for cosmetics and EBONY DRUM
for hairdressing and conditioner); re S. Bend Toy Mfg. Go218 U.S.P.Q. 479, 480
(TTAB 1983) (LIL’ LADY BUG for toy ddl carriages and OITLE LADY for doll
clothing);Helga, Inc. v. Helga Howie, Inc182 U.S.P.Q. 62%30 (TTAB 1974) (HELGA

for women’s clothing and HELGAIOWIE for women’s clothing); In re Hepperle 175

34 AM. HERITAGE DICTIONARY OF THEENGLISH LANGUAGE 1921(4th ed. 20086).
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U.S.P.Q. 512, 512 (TTAB 1972) (applicantiteark ACAPULCO GOLD for suntan lotion

is likely to cause confusion with ACAPULC@r lipstick and powder). In addition,
VIRGIN is the first or only term in all #n marks, which often supports finding that marks
are similar. Presto Prods. Inc. v. Nice-Pak Prods., .Ing¢ U.S.P.Q.2d 1895, 1897 (TTAB
1988) (“[I]t is often the first part of a makkhich is most likely to be impressed upon the
mind of a purchaser and rememberedéely, Palm Bay Imps., Inc. v. Veuve Clicquot
Ponsardin Maison Fondee en 177396 F.3d 1369, 73 U.S.P.Q.2d 1689, 1692 (Fed. Cir.
2005) (“The presence of this aitrg distinctive term as the firarord in bothparties’ marks
renders the marks similar.”).

However, because the similarity or disgamty of the marks is determined based
on the marks in their entireties, the test fomikrity cannot be praedated on dissecting the
marks into their various compams; that is, the decisiomust be based on the entire
marks, not just part of the marks$n re Nat’l Data Corp, 753 F.2d 1056, 224 U.S.P.Q.
749, 751 (Fed. Cir. 1985¢.9., Franklin Mint Corp. v. Master Mfg. Cp667 F.2d 1005,
212 U.S.P.Q. 233, 234 (C.C.P.A. 1981) (“It agiomatic that a mark should not be
dissected and considered piecemeal; ratlitermust be considered as a whole in
determining likelihood of confusion.”).

Applicant contends that his mark, in éstirety, engenders different commercial
impression than any of opposer's marks etard. Applicant states that the mark
“VIRGINFARMS” denotes “soil’'s return tcan undefiled state, which allows for the
growth of nutrient dense foods, for humaeonsumption, and seeds for the next planting

season® During prosecution of thapplication, applicant agreed to disclaim both terms

% Applicant’s Br. 4-5.
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of his mark. Supporting applicant's cention regarding the mark’s commercial
impression, we take judicial notice that “VIRGISOIL” is defined as “soil in its natural
state as distinguished fromilsor land that has been plea or otherwise altered by
humans for cultivated crops or other us&s.1t would appear to be applicant’s position
that the literal elements ofsimark describe a characteristind purpose of the goods. On
the other hand, applicant contks that none of opposer’s marks descriptive of any of
[its] numerous products’® We have previously found thdifferences in connotation can
outweigh visual and phonetic similaritie€.g, Coach Servs. Inc. v. Triumph Learning
LLC, 96 U.S.P.Q.2d 1600, 1609 (TTAB 2018jf'd 668 F.3d 1356, 101 U.S.P.Q.2d 1713
(Fed. Cir. 2012) (finding “COACH” for edudahal materials calls “to mind a tutor who
prepares a student for examination,” wHiOACH” for leather hadbags, fashions, and
accessories is “arbitrary or suggestofecarriage or travel accommodationsBlue Man
Prods. Inc. v. Tarmann/5 U.S.P.Q.2d 1811, 1820-21 (TTABO5) (finding that while
the marks were very similar in appaace and pronunciation, opposer’s “BLUE MAN
GROUP” conjured the imagef the performers, while applicant's “BLUE MAN” mark
made no such connotation for cigarettesotmacco, and these differences outweighed the
similarities); In re British Bulldog, Ltd 224 U.S.P.Q. 854 (TTAB 1984) (finding
“PLAYERS” for shoes engende a different commerciampression from “PLAYERS”
for underwear).

Contrary to applicat's contention, we find that appéat’'s mark is suggestive, and

opposer's marks include both suggestivend arbitrary marks. Applicant’s

3¢ DELMAR’ S AGRISCIENCEDICTIONARY WITH SEARCHABLE CD-ROM 249 (2000).
37 Applicant's Br. 7.
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“VIRGINFARMS?” in relation tohis listed goods is suggesiwf organic farming. Some
of opposer’s marks, for example, “VIRGIATLANTIC” for transportation and tour
conducting services, suggest venturing to uhexplored. While we do not agree with
opposer’s assertion that applitar‘'use of a descptive term after VIRGIN increases the
likelihood of confusion,® we do find that the root terrof applicant's and opposer’s
marks, VIRGIN, is a term that means unsullied, uncultivated and unexplored, and that all
the marks engender a similar connotation basedhis meaning. In addition, we have
already found that the VIRGIN and VIRGIdrmative marks are famous marks for
purposes of likelihood of confusion. The fawkeVIRGIN magnifies the significance of
the similarities of the mark. Balancing bdtie similarities and differences between the
marks, and giving due weight tbe fame of opposer’s marksge find that the marks are
similar.

C. The similarity or dissimilarity and natiof the goods in the application and the

goods and services in opposer’s registratilikely-to-continuechannels of trade
and classes of consumers.

In determining whether goods asdrvices are related, the secddaPontfactor
requires that we must consider the goodsl aervices as they are identified in the
respective descriptions in the application and registratidhg., Paula Payne Prods. v.
Johnson Publ'g Co 473 F.2d 901, 177 U.S.P.Q. 76, 77 (C.C.P.A. 1973). It is not
necessary that the goods and m@w of applicant and opposer be similar or competitive to
support a holding of likelihood of confusion. idtsufficient that the goods and services be
related in some manner, oratithe circumstances surrounditngir use be sth that they

would be likely to be encounesat by the same persons in ations that would give rise,

3 Opposer’s Br. 36.
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because of the marks used thereon, to a mistb&kef that they originate from or are in
some way associated with the same souMess Universe L.P. v. Community Mktg. Inc.
82 U.S.P.Q.2d 1562, 1568 (TTAB 2007).

In addition, we must accord “full weight the fame of gamous mark when
analyzing likelihood of confusion betweeroducts that [are] not closely relatedRecot,
Inc. v. Becton214 F.3d 1322, 54 U.S.P.Q.2d 1894, 189&I(k&r. 2000). For example,
in McDonald’s Corp. v. McKinleyl13 U.S.P.Q.2d 1895, 1898 (TTAB 1990), we found
opposer’s restaurant servicéspd and beverages, and prdmoal toy and game products
sufficiently related to appiant’s hand-crafted teddy bealmsed on opposer’'s showing
that it distributed an exmely large number of vamis toys under the famous
MCDONALD’S and MC-formative marks as prational items and incentive awards in
connection with its restaurant services, sticht those encountering applicant’'s bears
under its MCTEDDY mark would assume they oraad or were associated with opposer.
In Tiffany & Co. v. Classi Motor Carriages, In¢.10 U.S.P.Q.2d 1835, 1842-43 (TTAB
1989), we found relatedness of opposer’s Jegvand household goods and related retalil
services under its famous TIFFANY mark aaqplicant’s automobiles under its CLASSIC
TIFFANY mark, based on opposer’'s showing thaplicant’s advertiag associated its
mark with luxury and references to jewelwyhich it established created a nexus with its
goods, reputation and goodwill, sufficient to creatmistaken belighat applicant’s goods
were associated with or sponsored by opposer.

Here, there are clear and significant differences between applicant’'s goods and the
various goods and services itiéad in opposer’s registrationsf record. Applicant is

seeking to register his mark for “agricultugabins for planting; atdrultural seeds; bulbs
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for agricultural purposes; plantable seedper comprised primarily of seeds for
agricultural purposes; seedsr fagricultural purposes; spores and spawn; unprocessed
seeds for agricultural use.” The scope adsth goods is grainseeds and related items
used for planting, and the explicit limitatioof these products is that they are for
agricultural purposes and nfatr human consumption. Meanwhile, opposer has VIRGIN
and VIRGIN-formative marks registered itonnection with a variety of goods and
services, generally summarized as musical recordings, printed materials in the
entertainment field, writing instruments, playing cara$othing, non-alcoholic and
alcoholic beverages, cosmetics and body paeparations, cell phones, small electronics,
articles of luggage and carrying bags, jewetransportation services, restaurant and bar
services, mail order catalog amdtail store services, advertising and public relations
services, photography services, printing s&wjctravel agency services, insurance and
financial services, charitable fundraisirggrvices, computerized communication and
transmission services, body easervices, online computgame services, educational
services in the social issue and charigld$, organizing sportingnd cultural activities,

and library facility services.

Determinations are reached based on the evidence of record. Unlike the evidence
identified in theMcDonald’s and Tiffany & Co. decisions, opposer has not shown that
applicant’'s goods would be related to opposer's goods and services in the mind of the
relevant consuming public, or that applicantise of the mark will lead consumers to
believe that applicant’s goodse associated with or spamed by opposer, based on the
fame of opposer's VIRGIN and VIRGIN-fortige marks. Opposer asserts that the

evidence supports a relationship between applicant's goods and its goods and services
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because all include “agricultural @sps and influence agricultural productiofl.” To

support this assertion, it pralas the following example:
[T]he Virgin Group’s airport loungesnd airlines might purchase and serve
sunflower seeds from VirginFarmsThere can be no doubt that a Virgin
Group® airline passenger who receives a package of VirginFarms’
sunflower seeds will be confused aghe source of thosseeds. Likewise,

VirginFarms’ grains and seeds might b&ed in the production of biofuels
by the Virgin Group’s licensees or, worse, their competitors.

However, the record evidence does not supppposer’s assertionkirst, there is
no evidence that applicant is seeking to use his mark in connection with edible sunflower
seeds, as this application lists items limhiteo agricultural use only; therefore, the
confusion theorized in this example for opposearitine passenger would not result if this
application proceeded to registratiorSecond, opposer has introduced no evidence to
establish that seeds for agricultural purposmdd be used in the production of biofuels,
and there is no evidence that applicant is isgeto use its mark in connection with any
grains and seeds that are potentially capableeofg used in the pduction of biofuels;
therefore, again, there is nothing in the rdcto support the theorized harm to opposer
should this application proceeded to registration.

The thirdDuPontfactor involves how and to whothe goods and services at issue
are sold or marketed. We must determitinrefore, whether there is likely to be an
overlap between the respeetiypurchasers and users o€ tgoods and services of the

parties. Elec. Design & Sales v. Elec. Data $@b4 F.2d 713, 21 U.S.P.Q.2d 1388, 1390

39 Opposer’s Br. 38.

“0In its brief, opposer defilke“Virgin Group” as the collgtve of opposer aing with its
licensees and affiliates. Opposer’s Br. 6.

“! Opposer’s Br. 38.
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(Fed. Cir. 1992). Since appdint’'s description of goods ignited to agricultural purposes,
the listed goods travel in only those nofnchannels involvinggoods for agricultural
purposes. However, since those consumersgwsgeds and like prodisdor agricultural
purposes would also likely buy phones and étathese consumers may encounter both
sets of marks.In re Elbaum 211 U.S.P.Q. 639, 640 (TTAB 19813ee Paula Payne
Prods. v. Johnson Publ'g Co473 F.2d 901, 177 U.S.P.@6, 77 (C.C.P.A. 1973Kalart

Co. v. Camera-Mart, In¢.258 F.2d 956, 119 U.S.P.Q. 139, 139-40 (C.C.P.A. 1958).
Opposer’s registrations have nolliations as to trade channelsclasses of purchasers.

The vast difference between grains foarging, spores, and seeds for agricultural
use and all of opposer’s goodsdaservices would not be losh average purchasers, let
alone those agricultural custens who buy agricultural seeds and grains for commercial
planting and farming. By limiting his goods tleose for agricultural planting purposes,
applicant has limited its channels of trade to those that are unlikely to include opposer’'s
listed goods and services. Moreover, whilpager asserts thatsigoods and services
include agricultural asrts and influence agricufal production, opposer has not
provided evidence that supportsstiassertion in the recofd. While some of opposer’s
submissions through its noticed reliance relate to agrittural production, especially
outside of the United States, printed pudions and broadcagrogramming clips may
not be used to prove the truth of the mattesserted therein, as that would constitute

reliance on hearsay. Thus, we have no basisvhich to conclude that the relevant

“2n its brief, opposer mentions the Virgdroup’s Sow-A-Seed program, and asserts that
applicant “may very well sell the seeds usedtha program, which it states “turns vacant

pieces of land into thriving veggie garden€pposer’s Br. 8, 21. No evidence regarding

the existence of this program in the United States is of record.
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purchasers would believe thapplicant's goods ar associated witlor sponsored by
opposer.

Though not directly argued, opposer sugg#dsts since the Virgin Group uses the
VIRGIN and VIRGIN-formative marks in emection with “a vast array of goods and
services,* and the “public has an expectation that the Virgin Group will introduce new
and different products andrsi&es on a regular basi&"agricultural seeds and related
goods for planting are within opposer’s natuwapansion of tradeSince opposer did not
introduce any evidenceugporting its invocation of the doete of natural expansion, we
have not resorted to thignalysis when considering ehrelatedness of the goods and
services in this casé.

When a mark is famous, the degree of rela¢ss of the goods needt be as great.
See Recot, Inc. v. Bectail4 F.3d 1322, 54 U.S.P.Q.2d 1894, 1897-98 (Fed. Cir. 2000).
However, there must be something more thast a similarity of marks to show this
relatedness or, again, the owrné a famous mark woultave a right in grossUniv. of

Notre Dame du Lac v. J.C. Gourmet Food Imps., @03 F.2d 1372, 217 U.S.P.Q. 505,

3 Opposer’s Reply Br. 14.
“4 Opposer’s Br. 8.

> “Before the doctrine of natal expansion may be invoked by opposer, it must be shown
that the new goods.e., the extension of the line of buess from that which pre-existed
applicant’s arrival, evolvedrom the manufacturing and matikng activities of opposer

and did not result from the acquisition ohew business by a diversifying company. The
burden is on opposer to presenidewnce that is persuasivetbe fact that the new business
represents an expansion of, and not merely an unrelated addition to, the business that
opposer conducted prior to the first use of applicant's mark on the goods for which
applicant is seeking a registration. Withsuth evidence of a natl expansion, opposer

would be asserting the dreadeght in gross to a mark.”Sheller-Globe Corp. v. Scott
Paper Co, 204 U.S.P.Q. 329, 333-34 (TTAB 197Biternal citations omitted).
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507 (Fed. Cir. 1983). We find that the goods seryices at issue are not related and that
the channels of tradare distinct.

Thus, the second and thiklPontfactors, regarding the similarity or dissimilarity
of the goods and services and likely-to-continbhannels of trad&avor applicant.

D. The conditions under which andyeus to whom sales are made.( impulse vs.
careful, sophisticategurchasing).

Considering the particular nature applicant's goods, we have no doubt that
purchasing decisions would not be made impelyi or carelessly, as purchasing grains,
seeds, bulbs and other goods used to yietdtesmsful farming and agricultural growth
would be a purchase of some deliberation and analysis.

In addition, even though professional fareekercising a higher degree of care are
not immune to trademark confusion, the circumstances of purchasing such items would
reduce source confusion. Thus, this folbtiPontfactor favors applicant.

E. Balancinghefactors.

While our findings for purposes of likalbod of confusion are that opposer’s marks
are famous and the marks are similar, opposeot®ntitled to a righin gross. Opposer
has failed to show that the respective gooad services are similar, let alone related.
Meanwhile, applicant's goods move in agfiawal fields, while opposer's would not.
Thus, we find that applicant’'s use of hisSRGINFARMS mark for “agcultural grains for
planting; agricultural seeds; bulbs for riggltural purposes; plantable seed paper
comprised primarily of seeds for agricultural purposes; seeds for agricultural purposes;
spores and spawn; unprocesse€ds for agricultural use” is nbkely to cause confusion
with opposer’'s VIRGIN and VIRGIN-formative marks as used in connection with the

listed goods and services in registrations of record.
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Dilution

In addition to its Section 2(d) claim, opgoshas asserted a dilution claim. The
Trademark Dilution Revision Act of 2006 (“TDRAprovides for a cause of action for the
dilution of famous marks. 15 U.S.€8 1063, 1125(c). The TDRA states that:

Subject to the principles of equitthe owner of a famous mark that is

distinctive, inherently othrough acquired distinctaness, shall be entitled

to an injunction against another pamswho, at any time after the owner’s

mark has become famous, commences use of a mark or trade name in

commerce that is likely to causdilution by blurring or dilution by

tarnishment of the famous mark, redass of the presence or absence of

actual or likely confusion, of conafition, or of actual economic injury.
15 U.S.C. § 1125(c)(1).

Opposer contends that the marks ae similar, “dildion by blurring is
inevitable.”® Section 43(c)(2)(B) of thEDRA states the following:

‘[Dlilution by blurring’ is association asing from the similarity between a

mark or trade name and a famous mé&kt impairs the distinctiveness of

the famous mark.
15 U.S.C. 8§ 1125(c)(2)(B).

With respect to fame, the dilution apsis requires our consideration of the
following issues in determing opposer’s dilution claim:

1. Whether VIRGIN is a famous mark;

2. Whether VIRGIN became famous prito the filing date of applicant’s
application (March 20, 2009); and

3. Whether VIRGINFARMS and designlikely to cause dilution by blurring
of the distinctiveness of VIR and VIRGIN-formative marks.

6 Opposer’s Br. 46.
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A. Whether opposer’s mark isf@us for purposes of dilution.

Although we have found VIRGIN famousrfpurposes of opposer’s likelihood of
confusion claim, we must now determine wieet VIRGIN is famousn the context of a
dilution claim. Fame for dilution purposesaiglistinct concept frorfame for likelihood of
confusion purposes, with dilution famequiring a more stringent showing.oach Servs.
Inc. v. Triumph Learning LLC668 F.3d 1356, 101 U.S.P.Q.2d 1713, 1724 (Fed. Cir.
2012). Likelihood of confusion fame “variesonf a spectrum from very strong to very
weak,” In re Coors Brewing C9.343 F.3d 1340, 68 U.S.P.Q.2d 1059, 1063 (Fed. Cir.
2003), while dilution fame is an “either-or” pragition—it either existsr it does not. 101
U.S.P.Q.2d at 1724. The bar for estabhghdilution fame is set extremely higfioro Co.

v. ToroHead Ing 61 U.S.P.Q.2d 1164, 1170 (TTAB 2001).

In Toro, we stated that “[flame for dilution pauwses is difficult to prove,” as to
establish the requisite level of fame, the “mark’s owner must demonstrate that the common
or proper noun uses of the term and thirdypases of the mark are now eclipsed by the
owner's use of the mark.61 U.S.P.Q.2d at 1180. An opposer must show that, when the
general public encounters the mark “in almost eontext, it associas the term, at least
initially, with the mark’s owner.”Id. at 1181. Evidence to shaive transformation of a
term into a truly famous mark may inckidecognition by the other party, intense media
attention, and surveysld. In short, an opposer musicsv that its marks have become
“household terms which almost everyone is familidd”

Opposer’s evidence fails to meet thero threshold showing ofame. First, the

printed publication articles and broadcabps do not show Virgin-branded goods and

47 Although theToro opinion predates the TDRA, igalysis remains relevant.
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services as the subject or focus, and thus, the media evidence fails to show a widespread
recognition of opposer’'s marks to the gehgrapulation. Most ofthe broadcast clips
reference or show the VIRGIN marks in pagsor inconsequentially. For example, in a
television clip of five-minutes and forty+e seconds, which aired on CBS’s “The Early
Show” on February 9, 2007, regarding a $25-million prize offered by former Vice
President Al Gore and Richard Bransonseek a solution to global warming, the only
reference to VIRGIN is to inform viewers thHatanson is the CEO and chairman of Virgin
Group; there is not a single refererto Virgin-branded goods and servié¢&sSimilarly, in
a television clip of fouminutes and twenty-twoesonds, which aired on CNN'’s
“Anderson Cooper 360°” on May 24, 2007, regarddrgnson’s particip@gon on an Artic
expedition, the only reference to VIRGIN isitdorm viewers that Branson is the CEO of
Virgin Atlantic.*® Most of the evidenceonsisting of printed publitions similarly is not
about a broad variety of Virgin-branded goaalsd services, but rather initiatives and
investments in which Branson is a participant or leader. Second, opposer did not submit
survey evidence of brand recognition and awaretled#ird, applicant henot stated that
it recognized opposer as famous.

An example of the quantum and quality of sufficient evidence to establish dilution
fame is the evidence introduced NASDAQ Stock Market Inc. v. Antartica S,rg9

U.S.P.Q.2d 1718 (TTAB 2003). In that deoisi we found that the NASDAQ mark was

“8 Dep. Ex. 11 The Early ShowCBS television broadcast Feb. 9, 2007)).
9 Dep. Ex. 11 Anderson Cooper 36QCNN television brodcast May 24, 2007)).

0 \We are aware that opposenist required to introdte a survey to estash that its mark
is famous for purposes of our dilutionadysis and we are not making a requirement.
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famous for its stock market services. Tlkeard included market studies demonstrating
that the awareness of opposer’s stock maakebng investors reached more than 80% in
1999 from just above 20% in 1990. 69 U.QRd at 1729. Opposer introduced evidence
that its NASDAQ-branded website received seven million daily views, its daily market
results appeared in hundreds of newspagesmdcasting stationand websites, and its
NASDAQ:-listed companies received sepaiatd significant media coverage as NASDAQ
traded companiesld. In view of the foregoing, wénd that opposer has not established
that VIRGIN is famous for dilution purposes.

On this record, opposer cannot prevail endilution claim because we have found
that opposer has not met its burden of provimgt its VIRGIN marks are famous for
purposes of dilution. Nevertheless, for purpasiesompleteness, we discuss whether the
VIRGIN marks were capable of being famous prior to the filing date of applicant’s
application, and dilution biglurring and tarnishment.

B. When were opposer’s marks capablé@hg famous based on the evidence?

In the event that this case is appealed the reviewing courfinds that based on
opposer’s record, the VIRGINd VIRGIN-formative marks are famous, we find that such
fame has been established prior to theg date of the apptation (March 20, 2009).

Based on Mr. James’ testimony regarding opposer’s sales and advertising
expenditures of VAA, VAI, and VMU regaing Virgin-branded goods and services, we
would be able to find that opposer’'s madchme famous prior to the filing date of the

application.
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C. Whether VIRGINFARMS and design is llgeto cause dilution by blurring of the
distinctiveness of the VIRGIMNd VIRGIN-formative marks.

The Board may look to all relevant factn determining wéther applicant's
VIRGINFARMS mark will blur the disnctiveness of opposer's VIRGIN and
VIRGIN-formative marks. The TradenkaAct provides the following guidance:

In determining whether a mark or teadame is likely to cause dilution by

blurring, the court may consider alelevant factors, including the

following:

(i) The degree of similarity betweenretimark or trade name and the famous
mark.

(i) The degree of inherent or acquirgidtinctiveness of the famous mark.

(i) The extent to which the owner dhe famous mark is engaging in
substantially excluse/ use of the mark.

(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark thade name intended to create an
association with the famous mark.

(vi) Any actual association between timark or trade name and the famous
mark.

15 U.S.C. § 1125(c)(2)(B)(i)-(vi).

1. The degree of similarity betweerethhark or trade name and the famous
mark.

In analysis of dilution by blurring, marlkse compared under the test for similarity
for likelihood of confusion purposesNike Inc. v. Maher100 U.S.P.Q.2d 1018, 1030
(TTAB 2011). As in the analysis providedpra we find that the marks are more similar
than dissimilar.

Because we find that the marks amaifar, this factor favors opposer.
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2. The degree of inherent or acquitkstinctiveness of the famous mark.

As indicated previously, VIRGIN is auggestive term when used in connection
with agricultural planting goods, and is inhattg distinctive in onnection with opposer’s
listed goods and services. Accordingly, because VIRGIN is inherently distinctive, this
dilution factor favors opposer.

3. The extent to which the owner dlie famous mark is engaging in
substantially excluse use of the mark.

Opposer has introduced evidence of éradrk opposition and infringement action
litigation consisting of 67 non-pcedential Board decisions and 62 court judgments in the
United States’ Opposer also introduced evidencatsfirademark licensing in the United
States’® This evidence demonstrates opposerfereement efforts and measures to have
substantially exclusive use of VIRGIN andRGIN-formative marks.Thus, we conclude
that opposer has maintained substdigtizexclusive use of the VIRGIN and
VIRGIN-formative mark, and therefor#his dilution factor favors opposer.

4. The degree of recognition of the famous mark.

This congressionally mandated factor ssemdundant in view of the fact that
opposer must establish that its mark is famaaig prerequisite for establishing a dilution
claim. Nevertheless, we must consider tlaistor in accordance Wi the statute. We
conclude, therefore, @t the degree of recognition ¢iie famous mark requires us to
determine the level of fame acquired by the fasmmark. In other words, once the mark is

determined to be famous as a prerequisite for dilution protection, we must apply a sliding

®1 James Dep. 10:6-12:6; Opposer’s Exs. 1-111.
®2 James Dep. 12:9-16:20 (Dep. Ex. 46A).
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scale to determine the extent of that protectiam, the more famous the mark, the more
likely there will be an association betweea ftamous mark and the defendant's mark).

As indicated above, we have found th&atRGIN is famous for purposes of
likelihood of confusion, but not for purposesdlution. Thus, VIRGN has not acquired
an extraordinary degree aéaognition such that iis now primarily associated with the
owner of the mark even when it is consideoediside of the context of the owner's goods
and services” such that the mark has become part of the vernacltan Co. v.
ToroHead, Inc 61 U.S.P.Q.2d at 1180-81. Accordingly, fivel that this dilution factor
favors applicant.

5. Whether the user of the mark tnade name intended to create an
association with the famous mark.

Opposer failed to present any evidencendestrating that applicant intended to
create an association with its VIRGIN avtRGIN-formative marks. There no evidence
showing that applicant tried weate an association with oppds mark. In view thereof,
this dilution factor favors applicant.

6. Any actual association between fimark or trade name and the famous
mark.

Opposer failed to present any evidencendestrating that #re is any actual
association between applicant's VIREARMS mark and its VIRGIN and
VIRGIN-formative marks. Since we have ewvidence on which to conclude that potential
customers of applicant's products would make any association between the parties’ marks
when used on their respective products andadnnection with opp&s’s services, this

dilution factor farors applicant.
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7. Balancinghefactors.

The finding that opposer’'s VIRGIN and RGIN-formative marks are not famous
for purposes of dilution, the fact that there is no evidence demonstrating any association
between the parties’ marks, and the fact thate is no evidence that applicant intended to
create an association with oppds mark outweigh the similéies of the marks and the
distinctiveness and substantially exclusive use of opposers VIRGIN and
VIRGIN-formative marks. Based on the reddefore us, opposer has not demonstrated
that the registration of applicant’'s VIRBEFARMS mark will dilute its VIRGIN and
VIRGIN-formative marks by blurring.

D. Dilution by tarnishment.

There is no evidence in this recosliggesting that opposer’s VIRGIN and
VIRGIN-formative marks will suffer any netiee association by apphnt's use of his
mark. In view of the foregoing, opposer Hasled to prove its claim of dilution by
tarnishment.

Decision: The opposition is dismissed with prejudice.
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